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- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event however, may a reply be timely filed 
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earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 07 November 2005 . 
2a)D This action is FINAL. 2b)EJ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1.2,18 and 20-31 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1.2,18 and 20-31 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 26 September 2003 is/are: a)D accepted or b)H objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

This is a response to the amendments + remarks filed on 1 1/7/05. 

The previous allowable subject matter have been withdrawn in view of the amendments + 
remarks. 

Claims 1-2, 18 and 20-31 are pending. 

Drawings 

The drawings are objected to under 37 CFR 1.83(a). The drawings must show every 
feature of the invention specified in the claims. Claim 18 recite a computer; therefore, this 
feature must be clearly shown in the drawings or this feature canceled from the claim(s). 

No new matter should be entered. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1,18, and 24 and their dependencies are rejected under 35 U.S.C. 1 12, first 
paragraph, as failing to comply with the enablement requirement. The claim(s) contains subject 
matter, which was not described in the specification in such a way as to enable one skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Claims 1,18, and 24 are rejected because the limitation "subset" finds no clear support in 
the specification. 

Claims 1,18, and 24 are rejected because the limitation "allowing a selected subset of 
one or more latches of the circuit design to exhibit latch transparency while the selected subset is 
still being modeled as non-transparent by the timing tool" in claims 1,18, and 24 clear finds no 
clear support in the specification. 

Dependencies of claims 1,18, and 24 are rejected because they depend from on claims 1, 
18 and 24. 
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The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming 
the subject matter, which the applicant regards as his invention 

Claims 1, 18, and 24 and their dependencies are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claims 1,18, and 24 are rejected because 

A. "non-transparent" and "transparent" are not clearly defined in claims 1 , 1 8, and 

24. 

B. "timing tool models each latch of the circuit design as being non-transparent" is 
an incomplete claim structure. The claims fail to define how/by doing what and steps/structure 
necessary to make each latch being "non-transparent". 

C. The limitation "allowing a selected subset of one or more latches of the circuit 
design to exhibit latch transparency while the selected subset is still being modeled as non- 
transparent by the timing tool" is an incomplete claim structure, is an unclear, conflicting and 
contradicting limitation. 

CI. It is unclear as to how two opposite operations latch transparency while 
still being modeled as non-transparent by the timing tool" can be obtained 
simultaneously. 

C2. It is a conflicting and contradicting limitation as to how the same subset (a 
selected subset/ the selected subset) can be modeled as transparent while (the selected 
subset is) still being modeled as non-transparent. 

C3. It is an incomplete claim structure as to how/by doing what and what 
steps/structure necessary to achieve this result of exhibit latch transparency while still 
being modeled as non-transparent by the timing tool. 

Dependencies of claims 1,18, and 24 are rejected because they depend from on claims 1, 
18 and 24. 
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Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 
USPQ2d 1057 (Fed. Cir. 1993). 

Claim 1 is rejected because it is not clear that "a circuit design" on lines 3-4 and "a circuit 
design" on line 6 are the same or different. If they are the same, then "the" or "said" must be 
used accordingly for clarification. If they are different, then first/second must be used 
accordingly to distinguishing the two. 

Claim 1 is rejected because it is not clear what is the relationship between "a circuit 
design" on lines 3-4 and "a circuit design" on line 6. 

Claim 1 is rejected because it is not clear that "the circuit design" on line 7 refers to "a 
circuit design" on lines 3-4 or "a circuit design" on line 6. 

Dependencies of claim 1 are rejected because they depend from on claim 1. 

Claim 18 is rejected because it is not clear that "a circuit design" on line 5 and "a circuit 
design" on line 8 are the same or different. If they are the same, then "the" or "said" must be 
used accordingly for clarification. If they are different, then first/second must be used 
accordingly to distinguishing the two. 

Claim 18 is rejected because it is not clear what is the relationship between "a circuit 
design" on line 5 and "a circuit design" on line 8. 

Claim 18 is rejected because it is not clear that "the circuit design" on line 1 1 refers to "a 
circuit design" on line 5 or "a circuit design" on line 8. 

Dependencies of claim 1 are rejected because they depend from on claim 1. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
The basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(b) The invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 
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Claims 1-2, 18 and 20-31 are rejected under 35 U.S.C. 102(b) as being anticipated by the 
prior art of record Grodstein et al. (USP 5355321) 
(Claims 1 and similarly recited claims 18 and 24) 

Providing a timing tool (one or more of: col 1 line 17+, col 2 line 41+, col 3 line 1 1+, col 
5 line 33+, col 7 line 36+, col 12 line 8+, fig 13) that model a circuit design having latches (fig 1, 
8, 1 1, 15), wherein the timing tool models each latch of the circuit design as being non- 
transparent (latches as being non-transparent by one or more of: imposing/controlling certain 
delay on latch, i.e., fig 1-3, 7-8, 10-1 1 and corresponding text, modeling clock signal, clock 
logic, i.e., fig 6, 9, 1 1, 13-16 and corresponding text, also col 2, 8-13, insofar the limitation is 
understood); 

Receiving a circuit design in the timing tool (one or more of: col 1 line 17+, col 2 line 
41+, col 5 line 33+, col 7 line 36+, col 12 line 8+), the circuit design having a plurality of latches 
(fig 1,8, 11, 15); and 

Allowing a selected subset of one or more latches of the circuit design to exhibit latch 
transparency (one or more of: col 8 lines 1-60, col 1 lines 46-62, col 2 lines 11-14, col 5 line 51 
to col 6 line 4, col 12 lines 7-14, subset of one or more latches shown in one or more of: fig 1, 8, 
11,15, insofar the limitation is understood) while the selected subset is still being modeled as 
non-transparent (non-transparent by one or more of: imposing certain delay on latch, i.e., fig 1- 
3, 7-8, 10-1 1 and corresponding text, modeling clock signal, i.e., fig 6, 9, 11, 13-16 and 
corresponding text, also col 8 line 6+, 2, 8-13, insofar the limitation is understood, also col 8 line 
6+ discloses "latch L2 (considered by examiner as a selected subset of one or more latches) , 
which is now more accurately modeled as only being transparent" , insofar the limitation is 
understood) by the timing tool during modeling of a timing behavior of the circuit design with 
the timing tool. 

(Claims 2, 20, 25) wherein receiving the circuit design having a plurality of latches (fig 1, 
8, 1 1, 15) comprises receiving a list of components and connections to the components (one or 
more of: col 1 lines 28-42, col 3 line 2+, fig 1, 8, 1 1, 12b, 15, 17) included in an IC (col 1 lines 
5-12, 43). 
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(Claims 21, 26, 29) wherein allowing a selected subset of one or more latches of the 
circuit design to exhibit latch transparency includes altering an input signal (to a clock input) to 
the selected subset of one or more latches (one or more of: fig 1-3, 6-11, 13-16, and col 2, 5-6, 8, 
10-13) 

(Claims 22, 27, 30) wherein altering an input signal to the selected subset of one or more 
latches including preventing the input signal from reaching the selected subset of one or more 
latches at a time that the input signal would have otherwise reached the selected subset of one or 
more latches (this feature is implemented by one or more of: controlling/adjusting/modeling 
clock timing/delay, i.e., one or more of: fig 1-3, 6-11, 13-16, and col 2, 5-6, 8, 10-13; 
controlling/adjusting/modeling arrival time, set-up time ,i.e., see or more of: fig 4, col 2, 3, 4, 5, 



6, 8, 9,10,11,12) 

(Claims 23, 28, 3 1) wherein the input signal includes a launch clock signal (see or more 
of fig 1-3,6-11, 13-16) 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul Dinh whose telephone number is 571-272-1890. The 
examiner can normally be reached on Monday to Friday from 8:30am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew S. Smith can be reached on 571-272-1907. The fax number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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